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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Serial No.: 10/776,754 



In re application of: 

Lukas Eisermann 



For: DEVICE FOR FUSING TWO BONE 
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Filed: February 1 1 , 2004 
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Confirmation No. 3616 



Group Art Unit: 3738 



Examiner: Ann M. Schillinger 



Mail Stop AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



REASONS IN SUPPORT OF 
PRE- APPEAL BRIEF REQUEST FOR REVIEW 



I. BACKGROUND 

The present paper is being filed under the Official Gazette Notice of July 12, 2005 and in 
response to the final Office action mailed November 8, 2006. 

A Notice of Appeal and a Request for a One-Month Extension of Time, each with the proper fee, 
are being filed concurrently with this paper. It is assumed that no additional fees are required, but if any 
additional fees are required, the Commissioner is hereby authorized to charge any fees, including those 
for an extension of time, to Haynes and Boone, LLP's Deposit Account No. 08-1394. 

II. REASONS 

In the final Office action mailed November 8, 2007, claims 1-22 were pending and under 
consideration. Claims 1-22 were rejected. 

Independent claim 1, 13, and 19 were rejected under 35 U.S.C. § 102(b) as being anticipated by 
U.S. Patent No. 5,591,235 to Kuslich ("Kuslich"). It is respectfully submitted that there are clear errors 
with the Examiner's rejection of the claims. More specifically, and as described below, the grounds for 
rejection are clearly legally deficient because the asserted prior art lacks essential elements needed to 
establish a prima facie rejection with respect to each claim. 

The PTO specifies in MPEP §2131 that, to anticipate a claim, a reference must teach each and 
every element recited in the claim. Kuslich fails to disclose the recited claim elements. 



D-1511845_1.DOC 



USSN 10/776,754 

Reasons in Support of Pre- Appeal Brief Request for Review 



Atty Docket No. PC8 11.02/ 31132.227 
Customer No. 27683 



A. Independent Claim 1 

1. "a first transverse plate" and "a second transverse plate" 

A first clear error is that the limitations of "a first transverse plate" and "a second transverse 
plate" as required by independent claim 1 are missing from Kuslich. 

The Examiner has taken the position that the combination of the hollow cylindrical screw 14 and 
locking cap 26 disclosed by Kuslich reads on the first and second transverse plates of claim 1. These 
elements are shown in Fig. 2 of Kuslich, which is reproduced below for ease of reference. 



Applicants respectfully traverse the Examiner's position and submit that the noted elements 14, 
26, are not "plates" within even the broadest definition of that term. On the contrary, Applicants submit 
that, at a minimum, an element must be substantially flat on top and bottom opposing sides to constitute a 
"plate." For example, one definition of a "plate" provided in Merriam Webster's Online Dictionary 
( www.m-w.com ) is "a smooth flat thin piece of material." In other words, a "plate," by definition, is 
substantially flat- Another common feature of a plate, as that term is commonly understood, is that its 
"height" is typically smaller than its "length" and "width." Therefore, under no definition of the term 
would the cylindrical structures comprising elements 14 and 26 disclosed in Kuslich constitute "plates". 
Accordingly, Kuslich clearly fails to disclose first and second transverse plates, as required by 
independent claim 1 . 

2. "adapted for complete insertion within the intervertebral space" 

A second clear error is that the limitation "adapted for complete insertion within the intervertebral 
space" as required by independent claim 1 is missing from Kuslich. Clearly, the cylindrical screws 14 
and end caps 26 of Kuslich are not so adapted. 

On the contrary, as clearly illustrated in Fig. 2 above, the element 14 is adapted for insertion 
within the vertebral body itself; not within the space between the vertebrae (i.e., "the intervertebral 
space"). Clearly, therefore, Kuslich fails to teach "first and second transverse plates . . . adapted for 
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complete insertion within the intervertebral space," as required by claim 1. Moreover, the element 2( 
not "adapted for insertion" at all; it remains on the exterior of the vertebral body. 

Accordingly, Kuslich clearly fails to disclose first and second transverse plates "adapted for 
complete insertion within the intervertebral space" as required by independent claim 1. 

B. Independent Claims 13 and 19 

Claims 13 and 19 include limitations similar to those of claim 1 and are therefore also not 
anticipated by Kuslich for at least the reasons set forth above. 

C. Dependent Claims 

Claims 2-12, 13-18, and 20-22 depend from and further limit claims 1,13, and 19, and are 
therefore also not anticipated by Kuslich for at least the reasons set forth above. 

III. CONCLUSION 

Applicants have therefore demonstrated that at least two clear legal deficiencies exist in the 
Examiner's position. Consequently, the rejections are clearly not proper and are without basis and i 
therefore respectfully requested that the rejections of all of the claims be withdrawn. 



Respectfully submitted, 
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